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BY SCOTT LLOYD

On May 5, 2021, United State Trade
Representative Katherine Tai announced
the Biden Administration’s support for
waiving certain provisions of the Agreement
on Trade-Related Aspects of Intellectual
Property Rights (TRIPS)1 adopted by the
World Trade Organization (WTO) and
amended most recently in 2017 as they apply
to the global manufacture and distribution of
vaccines designed to protect people against
coronavirus disease 2019 and the serious health
complications the coronavirus can cause
(the “COVID-19 vaccines).2 The measure was
originally proposed in a joint submission made
by the nations of India and South Africa within
the WTO TRIPS Council on October 2, 2020,3
and has drawn both support and criticism from
various other WTO members.
As of the writing of the article just days later,
Ambassador Tai’s announcement prompted
applause from the nonprofit public health
sector but sparked sharp criticism from the
pharmaceutical industry. On one hand, the
waiver proposed in the joint submission in
October is designed to eliminate certain
trade barriers to the manufacture and supply
of COVID-19 vaccines globally; on the other
hand, the waiver purports to eliminate
certain patent enforcement rights on which
the pharmaceutical industry relies to protect
its investments, albeit temporarily. How the
underlying TRIPS provisions that might be
impacted by the proposed waiver and how such

a waiver might impact the COVID-19 vaccine
supply chain is uncertain, and if some of the
unknowns contained in the joint submission
are not negotiated swiftly within the WTO,
the waiver could be rendered ineffective for
achieving its stated purpose.

The Joint Submission
The joint submission cites March 11, 2020 as the
date on which the World Health Organization
(WHO) declared coronavirus disease 2019
(COVID-19) to be a global pandemic, and
notes acknowledgement by the WTO that the
pandemic has disrupted global supply chains
and the global economy in unprecedented
ways. The submission implies that intellectual
property rights may be creating barriers to
timely and affordable access to COVID-19
vaccines as well as other equipment useful in
fighting the pandemic, particularly in the least
developed WTO member countries, citing
“several reports about intellectual property
rights hindering or potentially hindering timely
provisioning of affordable medical products”.
The regulations applied to the import and
export of pharmaceuticals under TRIPS Article
31bis was identified as being of particular
concern as applied to countries with limited or
no manufacturing capacity.
In an annex to the joint submission, a draft
decision text is provided for adoption by
the WTO TRIPS Council. Subject to certain
exceptions, the draft decision text, if adopted,
would include a waiver of the obligations of
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Agreement on Trade-Related Aspects of Intellectual Property Rights (as amended on 23 January 2017), World Trade
Organization, available at https://www.wto.org/english/docs_e/legal_e/31bis_trips_01_e.htm.
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See Statement from Ambassador Katherine Tai on the COVID-19 TRIPS Waiver, Office of the United States Trade
Representative, May 5, 2021.
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Waiver from Certain Provisions of the TRIPS Agreement for the Prevention, Containment and Treatment of COVID-19, World
Trade Organization, Council for Trade-Related Aspects of Intellectual Property Rights, IP/C/W/669, October 2, 2020.

WTO members “to implement or apply
Sections 1, 4, 5 and 7 of Part II of the TRIPS
Agreement or to enforce these Sections
under Part III … in relation to the prevention,
containment or treatment of COVID-19, for
[X] years from the decision”. Obviously “[X]”
years is quite an uncertain term, but the draft
text does also call for annual review of the
decision by the WTO General Council, were it
to be adopted by the TRIPS Council.

licence to the extent necessary for the
purposes of production of a pharmaceutical
product(s) and its export to an eligible
importing Member(s)”. While Article 31bis may
have been well-intentioned, remuneration is
paid in the exporting member based on the
economic value to the importing member as
evidenced by an extensive reporting to the
TRIPS Council according to paragraph 2 of the
Annex to TRIPS.

Objections to Article31bis

The reporting requirements of paragraph 2
are cumbersome for the developing and least
developed members of the WTO. An eligible
importing member must notify the TRIPS
Council of the expected product names,
quantities, confirmation of insufficient or
no manufacturing capacity (for developing
countries), and confirmation of the grant
of a compulsory license within its territory.
The exporting member must also issue a
compulsory license that only allows for the
product manufacture necessary to meet the
needs of the importer, label the products as
being produced under the framework, post on
a website the quantities being supplied to each
eligible importer and distinguishing features
of the labeling, and notify the TRIPS Council
that it has met these requirements.

Sections 1, 4 and 7 of Part II of TRIPS deal
with the WTO members’ obligations to
provide for the protection of copyrights
in original works, industrial designs, and
undisclosed information, respectively. The
more important Section for the purposes of
this article is Section 5, which lays out member
obligations with respect to the protection of
patent rights.
While patentability requirements and the
rights conferred by a member country upon a
person who obtains a patent there are similar
to what we experience in the United States
(and an outright waiver of all of Section 5
would essentially strip COVID-19 vaccine
patent owners of their patent rights in the
applicable countries), Article 31 of Section 5
provides a compulsory license framework that
applies in situations of national emergency.
However, assuming a global pandemic
qualifies as a “national emergency” for WTO
members under TRIPS,4 Article 31(f) limits
rights under the compulsory license to the
“supply of the domestic market of the Member
authorizing such use”. In other words, the
least developed member countries of the
WTO may lack the supply, manufacturing and
distribution infrastructures to leverage the
benefit of the compulsory license framework
to make or distribute COVID-19 vaccines.
This problem was addressed in 2006 with the
adoption of TRIPS Article 31bis.5 Article 31bis
provides “[t]he obligations of an exporting
Member under Article 31(f) shall not apply
with respect to the grant by it of a compulsory

Conclusion
The TRIPS framework creates a burden that
may be inappropriate in the case of a global
pandemic for the least developed members of
the WTO. Nevertheless, the pharmaceutical
industry has expressed a great deal of concern
over the proposed waiver of certain of its
intellectual property rights. Unfortunately
the differences of opinion being expressed
by WTO member nations and industry are
likely to create a negotiation timeline that
extends beyond the pandemic, assuming the
vaccines currently available lead to successful
mitigation of the strain on medical resources
caused by COVID-19, which in the end means
the TRIPS waiver will most likely fail to bring
any relief to the least developed nations of the
world.
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The term “national emergency” is not defined in Article 31.
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See Press Release, World Trade Organization, Members OK amendment to make health flexibility permanent, WTO Doc.
PRESS/426 (Dec. 6, 2005), available at https://www.wto.org/english/news_e/pres05_e/pr426_e.htm.

For Immediate Release: May 5, 2021

Statement from
Ambassador Katherine
Tai on the COVID-19
Trips Waiver
WASHINGTON –United States Trade
Representative Katherine Tai today released
a statement announcing the Biden-Harris
Administration’s support for waiving
intellectual property protections for COVID-19
vaccines.
This global health crisis, and the extraordinary
circumstances of the COVID-19 pandemic
call for extraordinary measures. The
Administration believes strongly in intellectual
property protections, but in service of
ending this pandemic, supports the waiver
of those protections for COVID-19 vaccines.
We will actively participate in text-based
negotiations at the World Trade Organization
(WTO) needed to make that happen.
Those negotiations will take time given the
consensus=based nature of the institution and
the complexity of the issues involved.
“The Administration’s aim is to get as many
safe and effective vaccines to as many people as
fast as possible. As our vaccine supply for the
American people is secured, the Administration
will continue to ramp up its efforts –working
with the private sector and all possible
partners – to expand vaccine manufacturing
and distribution. It will also work to increase
the raw materials needed to product those
vaccines.”

Googleplexification
BY RAYMOND VAN DYKE
Software innovations are critical to our world, but
what IP protections best applies nowadays? And
how has the U.S. Supreme Court again muddied
the waters in this area?

The dichotomy between patent and copyright
protections sometimes gets blurred, such as with
software innovations. In the 1950s through the
90s, code was protected almost exclusively via the

copyright laws since the Supreme Court was fairly
hostile back then to patenting such inventions.
Then with the famous (or infamous to some) State
Street case in 1998, Judge Rich of the Federal Circuit
2

flung open the door of patent eligibility to include
software, Internet and other, then brand-new
technologies. The growth of software and business
method patents became a torrent, and litigation
soon resulted along with the consequent backlash
against these patents, as well as the patent system
itself. The Supreme Court later stepped in with
Alice and other decisions, and the patentability of
software inventions, along with countless other
recent innovations, have come under question.
For many years Oracle Corporation developed
a suite of programs around their Java protocol,
and maintained the associated library of software
through mostly-free licensing. They tried to
protect Java using both patent and copyright
protections. The free terms under Java required
that one could use Java as long as you abided by
the Java standards and what you did with it was
open source, which resulted in the open source
community. If you wanted to use Java for other
purposes, e.g., for commercialization, there was a
royalty fee along a measure of shared control of the
protocol, i.e., the Java protocol or standard had to
be monitored for consistency and conformity.
After Google purchased Android in 2005, desirous
of establishing their own platform for smartphone
usage, particularly using Android technology,
Google sought a deal with Oracle for about $30-$50
million, to use Java code in the new smartphones.
However, Google objected to Oracle’s shared
control, and instead took matters to sidestep them,
i.e., obtaining their own copy of the Oracle code
by reverse engineering (cleanroom). But, they
nonetheless decided to copy verbatim key portions
of Java.
In particular, they copied 37 Application Program
Interface (API) programs, consisting of over 11,500
lines of code deemed central to Java. Apple and
others decided to not copy the API programs
and other Java code and instead developed their
own versions. Google, however, admitted at trial
that they copied the API software for commercial
reasons so as to rapidly complete Android and to
avoid the “drudgery” of recreating the code. In
other words, with thousands of engineers at their
beck and call, they instead opted to just copy the
code.
In part one of the ensuing saga, lasting from 20102015, Oracle sued Google in the N.D. California for
copyright and patent infringement. At trial, the
patents were deemed not infringed, and Google
argued that the Java APIs were structured software
code that was not subject to copyright! On appeal,
the Federal Circuit held that the “structure,
sequence and organization” of an API programs
is indeed copyrightable, and that the amount of
literal copying done by Google was not de minimis,
i.e., a trivial excusable amount. The Federal Circuit
remanded to the trial court on the issue of fair use,

which was oddly not considered at trial. Google’s
petition to the Supreme Court in 2014 was denied
in 2015.
Part two of the saga began in 2016 with a new trial
in the N.D. California for a determination of fair
use under the copyright law. Fair use is a doctrine
that the owner of the copyrighted work cannot sue
for infringement if the use of the work by the other
is deemed fair, e.g., in teaching, commenting upon,
and other especially non-commercial activities.
Where the use is commercial, i.e., the other is
making money from the copyrighted work, this is
generally deemed an unfair use.
At trial, Oracle sought about $9 Billion due to the
extent of infringement, i.e., due to the phenomenal
success and proliferation of Android phones. The
California jury found that the use of the APIs was
a fair use! On appeal again to the Federal Circuit,
the court reversed and in no uncertain terms
found that the usage was very unfair, i.e., there
was admitted copying for corporate gain, which, as
noted, is normally a red flag against a finding for
“fair” use.
In particular, the Federal Circuit held that Google’s
purpose was to enhance its nascent Android
platform’s attractiveness to existing developers,
who were often familiar with Java, and to avoid
the “drudgery” of rewriting the code (which they
could have done easily) needed to implement the
API. “Making it easy for oneself”, the court noted,
is well established to not fall within valid grounds
for fair use. The Court added that the “fact that
Android is free of charge does not make Google’s
use of the Java API packages noncommercial.”
Google soon filed another cert to the Supreme
Court.

On April 5, 2021, Justice Breyer in a 6-2 majority
overruled the Federal Circuit and found in favor
of Google solely under the ground of fair use.
Curiously, in his opinion Breyer began with the
assumption that the APIs may be copyrightable and
proceeded with a review of the four factor test that
courts use to determine fair use. For factor one, the
nature of the work, the Court held that the APIs
were declaring code, rather than implementation
code, serving an “organization function” akin to the
Dewey Decimal System, which indicates a fair use.
In short, the Court found a totally new distinction
between implementing code and declaring code,
delegitimizing declaring codes under copyright.
For factor two, the purpose and character of the
use, Breyer used the trendy “transformative use”
argument in that Google created “a new platform
[for] programmers,” i.e., Google legitimately
transformed the Java APIs into a new use for
smartphones! Thus, this deliberate copying of the
API codes was for a grander purpose and copying is
thus warranted!
For factor three, the amount and substantiality of
the copyrighted material taken, Breyer said that
Google’s use was de minimus in that only about
0.4% of the total Java source code was actually
used – no matter that this was the heart of the
code! And that Google had their own, legitimately
derived copy of everything but the APIs! Knowing
that the Court in the Harper & Row v. Nation case
held oppositely under similar facts (using only a
few but key passages used from a large work still
infringed), Justice Breyer, rather gallingly stated
that “Google copied those lines not because of
their creativity, their beauty, or even (in a sense)
because of their purpose. It copied them because

“Making it easy for oneself”, the court
noted, is well established to not fall within
valid grounds for fair use.
This time, the Court took the case. In their
petition, Google focused on whether copyright
protection should extend to software interfaces,
like an API, and whether their use of the Java API
fell within the doctrine of fair use. Numerous
amicus briefs were filed supporting both sides,
each warning of dire consequences. Interestingly,
Microsoft’s brief, influential to the Court, was in
favor of Google, alleging that a finding in Oracle’s
favor would be bad for the software industry,
primarily regarding standards and interoperability.
During the oral argument, the Justices instead
asked many questions about how the APIs fell
within the idea–expression distinction of copyright
law and if the merger doctrine would apply.

programmers had already learned to work with
[Java], and it would have been difficult … to attract
programmers to … Android … without them.”
This is a rather subjective value judgement on the
“worthiness” of the admittedly copyright-protected
code. With the eligibility standard for copyright
very low, this analysis is both wrong and troubling.
Finally, for factor four, the market effect of the taking,
in line with the use of “transformative” in the opinion,
Justice Breyer felt that the Android code itself would
not compete with Java, i.e., to Justice Breyer this
new competing platform, using Java code and Java
protocols, was in a new class of programs and totally
outside of the market paradigm for Oracle even
though entirely based on Java.
3

Breyer, an antitrust expert, has consistently been
an advocate for the curtailment of intellectual
property. Here, Justice Breyer could not
countenance a victory for Oracle since this “would
risk harm to the public”, as “Oracle alone would
hold the key. The result could well prove highly
profitable to Oracle (or other firms holding a
copyright in computer interfaces) ... [but] the lock
would interfere with, not further, copyright’s basic
creativity objectives.” The maintenance of a stable
and mostly free and open source paradigm used by
countless small companies be damned!
Justice Thomas, writing for the minority, did
his own fair use analysis, and determined that
“Google’s use of that copyrighted code was
anything but fair.”
What Google wants Google gets it appears. The

moral of the story is that it is hard to stand in the
way of Google’s will. As with the very controversial
Authors Guild case against Google some years ago,
the contours of copyright law have been changed
through the application of the incredibly flexible
transformative analysis, which Google has cleverly
used to its advantage, e.g., not having to pay
billions of dollars in the Oracle case, as well as not
having any liability to millions of authors.
So, the Supreme Court having made Section 101 of
the Patent Act a confusing mess as to software, as
well as most cutting-edge innovations, just made
a hash of it under Copyright as well. In all fairness,
this Opinion is quite limited in that Justice Breyer
assumed arguendo that the APIs were copyrightable.
Good thing Breyer did not go there! But this new
distinction between implementing and declaring
code leaves many mystified and concerned.

In my view, Justice Breyer rather unfairly glossed
over Oracle’s considerable efforts to maintain
Java, their own proprietary code, as a consistent
and reliable software platform for all developers,
focusing instead on the perceived outrageousness
that Oracle was being abusive (to Google!) by
being a gatekeeper for their own code. To Breyer,
and apparently a majority of the other Justices, a
hypothetical exclusivity in a market is anathema.
Had Google just hired a few engineers to do a
cleanroom equivalent of the APIs, which Apple and
others did, all of this Sturm and Drang would have
been avoided.
Raymond Van Dyke of Van Dyke Intellectual Property
Law, B.S. in Mathematics/Computer Science, M.S.
in Computer Science, and J.D., University of North
Carolina at Chapel Hill.

That’s Not Fair! Recent Copyright Fair Use Case Law Review
BY KATHRYN DASCHILLE
What do Prince and Oracle have in common
(other than the same number of letters in each
word)? They were both at the center of importance
copyright fair use cases decided this year – The
Andy Warhol Foundation for the Visual Arts v.
Goldsmith, 992 F.3d 99 (2d Cir. 2021) (“Warhol”) and
Google v. Oracle Am., 141 S. Ct. 1183 (2021) (“Google”),
respectively. Depending on whom you ask, that
might be where the similarities end, as the cases
had different outcomes.
As a refresher, fair use is an affirmative defense,
meaning it allows what would otherwise be a
copyright infringer to escape liability. The fair use
doctrine is codified within the Copyright Act, and
consists of the following elements: (1) the purpose
and character of the use, (2) the nature of the
copyrighted work, (3) the amount and substantiality
of the portion used in relation to the copyrighted
work as a whole, and (4) the effect of the use on the
potential market for or value of the copyrighted
work. There is no one controlling element, and each
should be looked at and weighed according to the
facts at hand. The Copyright Act also provides certain
examples of what would constitute fair use, such as
commentary, criticism or parody.
At issue in Warhol was whether prints of Prince
(say that out loud) as designed by Andy Warhol
constituted fair use. Photographer Lynn Goldsmith
took the picture of Prince at issue back in 1981,
and held the copyright to it; she then licensed the
photo to Vanity Fair, who commissioned Andy
Warhol to create images from the underlying work

for an issue of the magazine. Warhol then went
on to create an additional 15 prints utilizing the
same underlying photo, which Goldsmith did not
find out about until 2016 (spoiler alert: she wasn’t
happy). Warhol’s estate filed for a declaratory
judgment that the works were non-infringing
(or alternatively, were fair use), and Goldsmith
countersued. Flash forward to 2019, when the
district court granted summary judgment to the
plaintiff and found that Warhol’s work constituted
fair use. The case was then appealed to the Second
Circuit, where on March 26, 2021, the court held
Warhol’s works were indeed not fair use. Why? The
court found that works didn’t pass the first element
of the fair use analysis: purpose and character of
the use, specifically whether the works constituted
a transformative derivative work capable of fair
use protection. Works that are transformative
in nature do more, according to the court, than
merely recognizably derive from and retain the
elements of the underlying material. If a work adds
a new aesthetic or meaning, it would be inherently
transformative; however, the court found the
works fell short of this threshold. The court viewed
the works at issue as an adaption of the original
photograph, and therefore not transformative.
Weighing the other three factors, the court
found these also tipped in Goldsmith’s favor and
ultimately determined no fair use.
In Google, the parties were fighting over use of code.
Riveting stuff, I know. Essentially, the question at
issue was whether Google’s unauthorized copying

of code owned by Oracle constituted copyright
infringement. The case spent years in the lower
courts going back and forth, and eventually wound
up in the Supreme Court in April. The Court
ruled in favor of Google, concluding that it had
exhibited fair use of the code it copied. This was
based predominantly on the Court’s analysis of the
first two prongs of the fair use analysis: the purpose
and character of the use, and the nature of the
copyrighted work. The Court considered the code
at issue to be functional in nature, and essential to
building user interfaces such as Google’s Android
platform. The Court also found that the code was
found to be “inextricably bound together” with the
underlying uncopyrightable elements – as Google
created an entirely new output from the underlying
code, the Court found this to be transformative. The
Court also found the remaining elements weighed
in Google’s favor as a minimal amount of code was
copied and the market was not impacted for Oracle
to continue selling its code for other products and
services.
Warhol’s estate, seeing the outcome of the Google
case, is now asking the courts to reconsider. The
underlying question being that: if a company can
copy line for line code and have this be considered
fair use, then why can’t a photograph that is copied
with additional elements added also constitute fair
use? Attorneys for Warhol even think the Supreme
Court would rule in the estate’s favor based on the
Google opinion – perhaps we will get to see if this is
the case in the near future.
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